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Art Unit: 2166 

DETAILED ACTION 

Claim Status 

1. The application has been examined. Claims 1-25 are rejected as detailed below 
and are pending in this office action. 



Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



3. Claims 1 ,2 are provisionally rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 28, 29 respectively of 
copending Application No: 10/691308. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the claims in question (Claims 
28,29) of the instant application is a subset of (Claims 1, 2) with Application No. 
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10/691,415. In this particular instance "storing the query and information related to the 
pointer" has been omitted for Application No: 10/691308. It would have been obvious to 
one of ordinary skill in the art at the time of the invention was made to omit elements 
and its function if the remaining elements perform the same functions as before. See In 
re Karlson, (CCPA)136 USPQ 184, decided January 16, 1963. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 



The following chart provides the correspondence between the instant claims and the 
claims of a copending application. 



Instant Application No: 10/691,415 


Application No: 10/691308 


1 . A method of searching fields of a data 
repository using dynamic term expansion, 
comprising: 


28. A method of searching fields of a data 
repository using dynamic term expansion, 
comprising: 


obtaining a query containing at least one 
condition for searching at least one field of 
the data repository, wherein the at least 
one condition includes at least one base 
search term; 


obtaining a query containing at least one 
condition for searching at least one field of 
the data repository, wherein the at least 
one condition includes at least one base 
search term; 


identifying a set of expanded terms 


identifying a set of expanded terms 
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associated with the base search term; 


associated with the base search term; 


aeneratina a oointer to the identified set of 

MV/ 1 1 \* 1 wt VIII VJ \f III Iw 1 WW 11 1 IVI 1 1 11 1 I V» VI Vf 1 

expanded search terms; and 


aeneratina a oointer to the identified set of 
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expanded search terms; and 


storing the query and information related 
to the pointer; and 




prior to executing the query, retrieving the 
query and the information related to the 

nninfpr anH mnriif\/inn thp fiuprv to pontein 
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one or more conditions based on one or 
more expanded search terms retrieved 
using the pointer. . 


prior to executing the query, modifying the 
query to contain one or more conditions 

ha^pH nn nnp or morp PYnanHpH ^parrh 

terms retrieved using the pointer. 


2 The method of claim 1 further 
comprising modifying the identified set of 
expanded search terms after generating 
the pointer. 


29. The method of claim 28, further 
comprising modifying the identified set of 
expanded search terms after generating 
the pointer. 



Claim Objections 

4. Claim 22 is objected to because of the following informalities: This claim is 
further dependent on claim 20 which does not recite "system" as indicated by claim 22. 
The Examiner believes that the claim was intended to be dependent on claim 21 . For 
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the purposes of this Office Action, the Examiner will interpret this claim as being 
dependent on claim 21. Appropriate correction or clarification is required. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 23 recites the limitation "the data repository" in line 3. There is insufficient 

antecedent basis for this limitation in the claim. For the purposes of this Office Action 

the examiner assumes the applicant is referring to "collection of data". 



Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

7. Claims 18-22 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claims 18-22 are not limited to tangible embodiments. In view of Applicants 
disclosure, specification [page 7 paragraph 0030] medium is not limited to tangible 
embodiments, instead being defined as including both tangible embodiments (e.g. CD- 
ROM disks, [page 7, Iine7]) and intangible embodiments (e.g. signal, [lines 9-12]). As 
such, the claim is not limited to statutory subject matter and is therefore non-statutory. 
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Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

9. Claims 1-3 are rejected under 35 U.S.C. 102(b) as being anticipated by Patent 
No: 5,940,821 to Wical (hereinafter Wical). 

Claim 1. 

Wical discloses: 

A method of searching fields of a data repository using dynamic term expansion, 
comprising [Search, repository, expand query terms, dynamically, See Wical Col 3 lines 
28-33, Col 14 lines 4-14, Col 30 lines 57-67,Fig 6]: 

obtaining a query containing at least one condition for searching at least one field 
of the data repository, wherein the at least one condition includes at least one base 
search term [receive, user query, See Wical Col 7 lines 62-67, Col 8 lines 40-45]; 

identifying a set of expanded terms associated with the base search term [See 
Wical Col 10 lines 62-67, Fig 3]; 

generating a pointer to the identified set of expanded search terms [links (pointer) 
are generated, links among terminology/categories and terms, See Wical Col 1 1 lines 
41-45, Col 11 lines 62-67, Col 12 lines 34-35] ; and 
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storing the query and information related to the pointer [stores, See Wical, 
abstract]; and 

prior to executing the query, retrieving the query and the information related to 
the pointer and modifying the query to contain one or more conditions based on one or 
more expanded search terms retrieved using the pointer [(with this information 
additional areas of search are identified), See Wical, Col 3 lines 11-18]. 

Claim 2. 

Wical discloses the elements of claim 1 as above and furthermore it discloses 
modifying the identified set of expanded search terms after generating the pointer 

[augment, links, terms/terminology, See Wical Col 3 lines 11-18, Col 12 lines 34-35, Col 

11 lines 41-45, 62-67]. 

Claim 3. 

Wical discloses the elements of claim 1 as above and furthermore it discloses 
recreating the pointer based on the information related to the pointer [See Wical Col 6 
lines 53-58]. 

10. Claims 18-25 are rejected under 35 U.S.C. 102(b) as being anticipated by Patent 
No: 6,493,721 to Getchius (hereinafter Getchius). 



Claim 18 
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Getchius discloses: 

A computer-readable medium containing a program for searching fields of a data 
repository using dynamic term expansion which, when executed, performs operations 
comprising [retrieval, expanded term list, Getchius Col 33 lines 55-62]: 

providing a first interface allowing a user to build and save a query containing at 
least one condition for searching at least one field of the data repository, wherein the at 
least one condition includes at least one base search term [query interface, See 
Getchius Col 64 lines 15-20, Fig 3,43,44]; 

providing a second interface allowing the user to specify a set of expanded 
search terms to be associated with the at least one base search term and further 
allowing the user to specify whether the set of expanded search terms should be 
dynamically linked with the query via a pointer used to identify a source of the set of 
expanded search terms [query interface, See Getchius Col 64 lines 15-20, Fig 
3,43,44, 9-15]; and 

providing a runtime component configured to retrieve a saved query and 
modify the saved query to contain one or more conditions including a specified set of 
expanded search terms retrieved using the pointer [query results (expanded terms), 
reference (pointer), saved for later processing, Getchius Col 32 lines 5-13]. 

Claim 19. 

Getchius discloses the elements of claim 18 as above and furthermore it 
discloses the set of expanded search terms should be dynamically linked with the 
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query, saving the query comprises saving the query with information associated with the 
pointer [Getchius Col 33 lines 57-58]. 

Claim 20. 

Getchius discloses the elements of claim 19 as above and furthermore it 
discloses wherein the runtime component is further configured to recreate the pointer 
based on the information associated with the pointer [pointer may point to the location of 
a term list; updated term list, See Getchius Col 43 lines 6-10, Col 58 lines 49-53]. 

Claim 21. 

Getchius discloses the elements of claim 18 as above and furthermore it 
discloses wherein the operations further comprise modifying the set of expanded search 
terms subsequent to saving the query and prior to obtaining the set of expanded terms 
using the pointer [updating term list (modifying), See Getchius Col 58 lines 49-53]. 

Claim 22 . 

Getchius discloses the elements of claim 21 as above and furthermore it 
discloses wherein the information associated with the pointer comprises a uniform 
resource locator (URL) [URL, Col 9 line 4]. 



Claim 23. 

Getchius discloses: 
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A data processing system, comprising [See Getchius abstract]: 

a collection of data [data, repository See Getchius Col 6 lines 48-50]; 

at least one expanded term repository [expanded term list, term list data store, 
See Getchius Col 33 lines 55-56, Fig 4, Col 13 line 65]; and 

an executable component configured to retrieve a saved query containing at 
least one condition for searching at least one field of the data repository, wherein the at 
least one condition includes at least one base search term, and prior to executing the 
query, modify the query to contain one or more conditions based on one or more 
expanded search terms retrieved using pointer information associated with the saved 
query [information retrieval software, pointers See Getchius Col 33 lines 55-65, Col 34 
lines 5-14]. 

Claim 24. 

Getchius discloses the elements of claim 23 as above and furthermore it 
discloses wherein the executable component is further configured to store the 
associated pointer information with the saved query [query, pointers, See Getchius Col 
34 lines 1-14]. 



Claim 25. 

Getchius discloses the elements of claim 23 as above and furthermore it 
discloses: 
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obtain one or more parameters indicative of a state of an environment in which 
the query is to be executed [values of various environment, execution See Getchius Col 
22 lines 22-23]; and 

identify a set of expanded terms associated with the base search term based, at 
least in part, on the one or more parameters [See Getchius Col 33 lines 55-61]. 

Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. Claims 4-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Wical in view of Getchius. 

Claim 4. 

Wical discloses the elements of claim 1 as above and furthermore it discloses 
obtaining one or more parameters indicative of a state of an environment in 

which the query is to be executed [See Wical Col 13 lines 50-57]; and 

identifying a set of expanded terms associated with the base search term based, 

at least in part, on the one or more parameters [expand query terms to identify an 

expanded set of query terms, See Wical Col 14 lines 4-15]. 
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Wical discloses the elements as above but does not explicitly indicate 
"environment". Getchius discloses the claimed "environment" (applicant specification 
discloses "workload of a system" as an example of "environment' see specification 
paragraph 0056) [system load, See Getchius Col 5 lines 22-23]. 

It would have been obvious to one of ordinary skill in the art to combine the cited 
references because "environment 1 (system load) as disclosed by Getchius would have 
enabled Wical to overcome the drawback of time and resources spent when updating 
only a small portion of a database [See Getchius Col 1 lines 50-59]. 

Furthermore Getchius disclosure would help overcome the complexities that may 
arise when performing updates in a distributed computing environment that may require 
synchronization of transactions over multiple nodes in a computer system [See 
Getchius Col 1 lines 60-64]. 

Claim 5. 

Wical discloses: 

A method of searching fields of a data repository using state-sensitive term 
expansion, comprising: 

receiving, from a user, a query containing at least one condition for searching at 
least one field of the data repository, wherein the at least one condition includes at least 
one base search term [receive, user query, See Wical Col 7 lines 62-67, Col 8 lines 40- 
45]; 
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obtaining, based on the one or more parameters and the base search term, one 
or more expanded search terms [divides query into distinct parts; expand the query 
term, See Wical, Col 13 lines 50-57, Col 8 lines 44-47, Col 13 lines 6-10]; and 

modifying the query to contain one or more conditions based on the one or more 
expanded search terms [See Wical Col 3 lines 1 1-22]. 

Wical discloses the elements as above but does not explicitly indicate 
"environment". Getchius discloses the claimed "environment" (applicant specification 
discloses "workload of a system" as an example of "environment' see specification 
paragraph 0056) [system load, See Getchius Col 5 lines 22-23]. 

It would have been obvious to one of ordinary skill in the art to combine the cited 
references because "environment' (system load) as disclosed by Getchius would have 
enabled Wical to overcome the drawback of time and resources spent when updating 
only a small portion of a database [See Getchius Col 1 lines 50-59]. 

Furthermore Getchius disclosure would help overcome the complexities that may 
arise when performing updates in a distributed computing environment that may require 
synchronization of transactions over multiple nodes in a computer system [See 
Getchius Col 1 lines 60-64]. 

Claim 6. 

The combination of Wical and Getchius discloses the elements of claim 5 as 
above and furthermore Wical discloses wherein obtaining one or more expanded search 
terms comprises selecting a set of expanded terms from a plurality of sets of expanded 
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terms, each set corresponding to a different level of expansion [expand query terms, 
levels, Wical, Fig 6,7, 9C, Col 14 lines 27-55]. 

Claim 7 . 

The combination of Wical and Getchius discloses the elements of claim 6 as 
above and furthermore Wical discloses wherein selecting a set of expanded terms from 
the plurality of sets of expanded terms comprises: 

generating a level of expansion based on the one or more parameters [levels or 
tiers, See Wical Col 14 lines 27-55]; and 

selecting a set of expanded search terms corresponding to the generated level of 
expansion [identify an expanded set of query terms, levels, See Wical Col 14 lines 4-10, 
27-30]. 

Claim 8 . 

The combination of Wical and Getchius discloses the elements of claim 5 as 
above and furthermore Getchius discloses wherein the one or more parameters 
comprise at least one parameter indicative of a date or time of day [time, Col 5 line 17]. 

Claim 9. 

The combination of Wical and Getchius discloses the elements of claim 8 as 
above and furthermore Getchius discloses wherein the at least one parameter indicative 
of a date or time of day is indicative of when the query is to be executed [query, time 
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other than peak demand time, See Getchius Col 5 lines 17-23]. 
Claim 10 . 

The combination of Wical and Getchius discloses the elements of claim 5 as 
above and furthermore Getchius discloses wherein the one or more parameters 
comprise one or more parameters indicative of how heavily one or more system 
resources are loaded [during non-peak usage, Getchius Col 56 lines 55-67]. 

Claim 11. 

The combination of Wical and Getchius discloses the elements of claim 5 as 
above and furthermore Getchius discloses wherein the one or more parameters 
comprise one or more credentials of a user issuing the query [unique identifier, Getchius 
Col 15 lines 9-20]. 

Claim 12. 

The combination of Wical and Getchius discloses the elements of claim 1 1 as 
above and furthermore Getchius discloses wherein, for at least some base search 
terms, different sets of expanded search terms are obtained for different credentials 
[data, for each ID associated with a business, may be stored, Getchius Col 15 lines 25- 
30] 



Claim 13 
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The combination of Wical and Getchius discloses the elements of claim 11 as 
above and furthermore Getchius discloses wherein the one or more credentials 
comprise at least one of: an identification of the user, a group to which the user 
belongs, a role of the user, and a security level of the user [data, for each ID 
associated with a business, unique identifier Getchius Col 15 lines 10,25-30]. 

Claim 14. 

The combination of Wical and Getchius discloses the elements of claim 13 as 
above and furthermore Wical discloses 

the one or more credentials comprises a role of the user [Wical Col 1 1 lines 24- 
30]; and 

obtaining one or more expanded search terms comprises selecting a set of 
expanded search terms associated with the role of the user [user selects one or more, 
expanded query term, See Wical Col 1 1 lines 30-35, Fig 7]. 

13. Claims 15-17 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Getchius in view of Pat No: 6,999,959 to Lawrence et al (hereinafter Lawrence). 



Claim 15 . 

Getchius discloses 
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A method for providing access to data in a data repository, comprising [data, 
repository, updated, See Getchius Col 2 line 6]: 

providing a query building interface allowing a user to build and save a query for 
searching one or more fields in the data repository, the query containing at least one 
condition includes at least one base search term [query interface, See Getchius Col 64 
lines 15-20, Fig 3,43,44]; 

providing a runtime component configured to retrieve a saved query, retrieve one 
or more expanded terms associated with the base search term from a repository of 
expanded terms using pointer information associated with the saved query, and modify 
the query to contain one or more conditions including the one or more expanded terms 
[query results (expanded terms), reference (pointer), saved for later processing, 
Getchius Col 32 lines 5-13]; and 

maintaining a repository containing the expanded terms by updating the 
repository of expanded terms based on co-occurrence of terms in the data repository 
[Repository is updated, Col 58 line 23]. 

Getchius discloses the elements of the claim as above but does not explicitly 
indicate "updating the repository of expanded terms". Lawrence discloses the claimed 
invention [query containing a term can add the co-occurring morphological variants to 
the database and subsequent queries can use these terms, and update the database, 
See Lawrence Col 10 lines 20-25]. 

It would have been obvious to one of ordinary skill in the art to have combined 
the cited references because "updating the repository of expanded terms" as disclosed 
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by Lawrence would have served to enable Getchius to improve, poor precision, limited 
coverage, limited availability, limited user interface, and out of date databases of the 
major Web search engines. 

Furthermore it would improve time lag between the time when new information is 
made available and the time that it is indexed. 

Claim 16. 

The combination of Getchius and Lawrence discloses the elements of claim 15 
as above and furthermore Lawrence discloses updating the repository of expanded 
terms based on co-occurrence of terms in the data repository comprises [See 
Lawrence Col 10 lines 20-25]: 

searching fields of the data repository for entries that contain a selected base 
search term [See Lawrence Col 10 lines 20-25]; 

tracking statistics indicative of the frequency with which other terms occur in the 
entries that contain the selected base search term [number or occurrences, See 
Lawrence Col 3 lines 10-14]; and 

maintaining at least one set of expanded terms associated with the selected base 
search term, based on the statistics [See Lawrence Col 10 lines 20-22]. 



Claim 17 
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The combination of Getchius and Lawrence discloses the elements of claim 1 as 
above and furthermore Lawrence discloses maintaining at least one set of expanded 
terms associated with the selected base search term, based on the statistics comprises 
maintaining at least a first and second set of expanded terms associated with the 
selected base search term, wherein [subset of morphological variant, percentage 
(frequency), See Col 10 lines 1-10]: 

the first set of expanded terms comprises terms that occur, with at least a first 
frequency, in the entries that contain the selected base search term [subsets of 
morphological variant, percentage (frequency), See Col 10 lines 1-10]; and 

the second set of expanded terms comprises terms that occur, with at least a 
second frequency greater than the first frequency, in the entries that contain the 
selected base search term [subsets of morphological variant, percentage (frequency); 
variants which occur on greater than 1%, See Col 10 lines 1-15]. 
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14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Emeka Ebirim whose telephone number is 571-272- 
3994. The examiner can normally be reached on 8:30pm - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hosain Alam can be reached on 571-272-3978. The fax phone number for 
the organization where this application or proceeding is assigned is 571-272-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Name: Emeka Ebirim 
Art Unit: 2166 



KHANH B. PHAM 
PRIMARY EXAMINER 




